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DETAILED ACTION 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new and useful improvement 
thereof, may obtain a patent therefor, subject to the conditions and requirements 
of this title. 

Claims 1 - 20 and 25 - 27 are rejected under 35 U.S.C. 1 01 because the claimed 
invention is directed to non-statutory subject matter. 

Independent claims 1 and 25 are directed to methods that can be interpreted as 
programs. 

Independent claim 1 1 is directed to a computer program product that might be solely 
implemented in a program. 



Data structures not claimed as embodied in computer-readable media are descriptive 
material perse and are not statutory because they are not capable of causing functional 
change in the computer. See, e.g., Warmer 'dam, 33 F.3d at 1361, 31 USPQ2d at 1760 
(claim to a data structure perse held nonstatutory). Such claimed data structures do 
not define any structural and functional interrelationships between the data structure 
and other claimed aspects of the invention which permit the data structure's functionality 
to be realized. In contrast, a claimed computer-readable medium encoded with a data 
structure defines structural and functional interrelationships between the data structure 
and the computer software and hardware components which permit the data structure's 
functionality to be realized, and is thus statutory. 
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Hardware can be added to these independent claims (e.g. method implemented in 
hardware; computer program product implemented in hardware) in order to overcome 
the 35 USC 101 rejection. 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1 -6, 11 - 16 and 25 -27 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Kirani et al. (U.S. Pat. Pub. No. 2002/0016818) (System and 
Methodology for Optimizing Delivery of Email Attachments for Disparate Devices). 

2.1 Regarding claim 1 , Kirani discloses a method of providing a fast path message 
transfer agent, the method comprising: 

receiving bytes of a message over a network connection (Abstract; Figs. 1 , 3, 4; 
paragraph 64); 
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determining whether the number of bytes of the message exceeds a 
predetermined threshold of bytes set for a message, wherein if not, then writing the 
message only to a memory, and wherein if so, then writing the message to the memory 
and a non-volatile storage (Abstract "compares the size of attached images to the 
capabilities of the type of the recipient client device, and preempts delivery of the 
original format of those attachments . .. the original attachments are removed from 
the messages and do not accompany the e-mail delivery. Any detached attachment 
is saved in a network media-sharing repository Fig. 1, items 115, 116; Figs. 3, 
4; paragraph 52 "flash memory" "hard disk"; paragraph 64). 

2.2 Per claim 2, Kirani teaches the method of claim 1 , wherein writing the message 
to the memory and the non-volatile storage includes: 

writing a portion of the bytes up to the predetermined threshold to the memory; 
and storing a remainder of the bytes onto the non-volatile storage (Abstract; Fig. 1 , 
items 115,116; paragraphs 52, 64). 

2.3 Regarding claim 3, Kirani discloses the method of claim 2, wherein writing the 
message to the memory and the non-volatile storage further includes: 

determining whether all bytes of the message have been received (Abstract; 
paragraphs 8, 52, 64, 112); 

wherein if not, then receiving additional bytes of the message over the network 
connection (Abstract; paragraphs 52, 64); and 
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writing the additional bytes onto the non-volatile storage (Abstract; Fig. 1 ; 
paragraphs 52, 64); and 

wherein if so, then proceeding to re-route the message (Abstract; Fig. 1; 
paragraphs 52, 64). 

2.4 Per claim 4, Kirani teaches the method of claim 3, wherein if the number of bytes 
is less than the predetermined threshold and all bytes of the message have been 
received, then proceeding to re-route the message (Abstract "Any detached 
attachment is saved in a network media-sharing repository ... '; Fig. 1; paragraphs 
52, 64). 

2.5 Regarding claim 5, Kirani discloses the method of claim 4, further including: 
accessing the message (Abstract; paragraphs 8, 52, 64, 112); 

sending the message to each destination (Abstract; paragraphs 8, 52, 64, 112); 

and 

determining whether the message was received successfully by each destination 
(Abstract; paragraphs 8, 52, 64, 112). 

2.6 Per claim 6, Kirani teaches the method of claim 5, wherein if the message was 
received successfully by each destination, then 

indicating a successful receipt of the message (Abstract; paragraphs 8, 52, 64, 

112). 
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However, Kirani does not explicitly disclose deleting the message from the memory 
and the non-volatile storage. 

Such a scenario is inherent in clear the memory for later use with large messages. 

2.7 Regarding claims 11-16 and 25 - 27, the rejection of claims 1 - 6 under 35 
USC 102(e) (paragraphs 2.1 -2.6 above) applies fully. 



3. Claims 25 - 27 are rejected under 35 U.S.C. 102(b) as being anticipated by Cho 
(U.S. Pat. No. 5,978,452) (Voice Data Recording and Transmitting Method and 
Apparatus for Facsimile Linked to Personal Computer). 

3.1 Regarding claim 25, Cho discloses a method of providing a fast path MTA, the 
method comprising: 

receiving a network connection from an email server (Abstract; Fig. 1; col. 3, 
lines 58-64); 

receiving bytes of a message over the network connection (Abstract; Fig. 1; col. 
3, lines 58 - 64); and 

determining whether a number of bytes of the message exceeds a 
predetermined threshold of bytes set for a message, wherein if not, then writing the 
message only to a memory, and wherein if so, then writing the message only to non- 
volatile storage (lengthy "voice message" scenario considered; col. 4, lines 35 - 49 
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"sending the overflow of voice messages from the voice message memory 130 to 
an auxiliary memory such as a hard disk of the PC 1 38 for storage "). 

3.2 Per claim 26, Cho teaches the method of claim 25, further including if all bytes of 
the message have not been received, then receiving additional bytes (Abstract; Fig. 1; 
col. 3, lines 58 - 64; col. 4, lines 35 - 49). 

3.3 Regarding claim 27, Cho discloses the method of claim 26, further including if a 
total number of bytes exceeds a predetermined threshold, then storing the total number 
of bytes in a non-volatile storage device (col. 4, lines 35-49). 

However, Cho does not explicitly disclose deleting the message from the memory and 
the non-volatile storage. 

Such a scenario is inherent in clear the memory for later use with large messages. 

Response to Arguments 

Applicant's arguments with respect to claims 1 - 20 and 25 - 27 have been 
considered but are moot in view of the new ground(s) of rejection. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kenneth R. Coulter whose telephone number is 571 
272-3879. The examiner can normally be reached on M - F, 7:30 am - 4 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rupal Dharia can be reached on 571 272-3880. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Kenneth R Coulter/ 

Primary Examiner, Art Unit 2141 

krc 



